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All partidpants (applicant, applicanrs representative, PTO personnel): 



(1) Vasudevan S Jagannathan (SPE) . 



lZ) Mamaret B. Medley (Examiner) , 



(2) Vita G. Conforti (Attorney) . 



(4). 



Date of Interview: 11 December 2001 . 

Type: a)^ Telephonic b)n Video Conference 

c)n Personal [copy given to: !)□ applicant 2)0 applicant's representative] 

Exhibit shown or demonstration conducted: d)n Yes e)E] No. 
If Yes. brief description: . 

Claim(s) discussed: 1-35 . 

Identification of prior art discussed: Of record . 

Agreement with respect to the claims f)n was reached. g)n was not reached. hO N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: See Continuation Stieet . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

!)□ It Is not necessary for applicant to provide a separate record of the substance of the interview(if box is 



Unless the paragraph above has been checked. THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION 
MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office 
action has already been filed. APPLICANT IS GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A 
STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview requirements on 
reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 

Attachment to a signed Office action. Examiner's signature. If required 



checked). 
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Interview Summary 



Paper No. 16. 



mmary of Record of Interview Requiremel 

Manual of Patent Examining Procedure (MPEP), Section 713.04. Substance of Interview Must be Made of Record 

^^^^^I^IT^ face^o^ace. video conference, or telept»>ne Interview with regard to an application must be made of record in the 

application wihether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of F^eral Regulations (CFR) § 1.133 Interviews 
, . ^ . Paragraph (b) 

IZSSnatl^ht!!^ . iL^^l" t T °' '"^^^ ^" " "^P^^ ^"^"^ ^ Pfs^'ed at the interview as 

warranting favorable action must be fDed by the applicant. An intenriew does not remove the necessity for reply to Office action as specified in §§ 1 .1 11 . 1 .1 35. (35 U.S.C. 132) 

• .. 37 CFR §1.2 Business to be transacted in writing. 

T^.^'^r^TfT^ °' '^"'"■^J^"^ ^ transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 

Lv aS^rnmm^^.V 1 ^'^"'^'^ ^ ^'""^'vely on the written record in Ihe ^ce. No attention will be paid to 

any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 



The action Of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of intervievre. 

the examill^IIIl1/^°ha'^!'!!h°' "liV^P'^'T? °.u"'® ^""'"^^ °' ^^^nt to make the substance of an interview of record In the application file, unless 

ihicrbrrsroM q^toXtentiViU^^^ "'"""^'^ ^""""^"'"^ ''''' ' ^-"^ "^^'^ ^"'^ ''"-^ 

int»™i»v>, Tk complete an Interview Summary Form for each Interview held where a matter of substance has been discussed during the 

IZln''. <=J«^'^'".9^1e aPP'°P"^'^ ^"".^ ^""^ ♦''^ Wanks. Discussions regarding only procedural matters, directed solely to restriction 

o!S tlnnnr^Lh 1 interview recordation is otherwise provided for in Section 81 2.01 of the Manual of Patent Examining Procedure, or pofni 
^.*2^»^rr„^f ^Lf"® ""^^a-*?"? OWoe actions or the like, are excluded from the interview recordation procedures below. Where the 

substance of an nterview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required 
•r^nnt»nt.-vl«!!rMh Summary Forni shall be given an appropriate Paper No., placed In the right hand portion of the file, and listed on the 
rZT^L ^ ? I'^l''''*'- f P*'*''"^' a duplicate of the Form is given to the applicant (or attorney or agent) at the 

eSheSo/lrinMn thL'^l'J" T "^^ ^ telephone or video-conference interview, the copy is mailed to the Lpplicanfs correspondence address 
ri^l^il^lf H .t ""l'"""«a»'<'" " additional correspondence from the examiner Is not likely before an allowance or if other 

circumstances dictate, the Fomi should be mailed promptly after the interview rather than with the next ofncial communication. 

The Fonti provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, vWeo-conference, or personal) 

- Name of participant(s) (applicant, attomey or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An Indication Whether an agreement was reached and if so. a description of the general nature of the agreement (may be by 

'^^T ^3'?** "^'"9 allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner wrtio conducted the interview (if Form is not an attachment to a signed Office action) 

unless hot'h Infr'^M 'rnnl'''^-*''^'"'"^' iX^""'"^ ^PP'"^"* "'^ "^^^ """'sation ^ record the substance of the Interview of each case 
ortTen ?fe aCat^ fe^o^^^^^^^ examiner will record same. Where the examiner agrees to record the substance of the interview. 

Fn^m!l!.h i^forl r '^'^^'^^'i f" "^f ^"^"^ I" a" attachment to the Fom™, the examiner should check the appropriate box at the bottom of the 
r^,S ''^^ submission of a separate record of the substance of the interview as a supplement to the Form is nrt 

inten^iew uIiSTlndudif Summary Form will not nonnally be considered a complete and proper recordation of the 

Sb^ance ofTetnteSw ^"PP'""'*"'®^ applicant or the examinerto include, ail of the applicable items required below concerning the 

A complete and proper recordation of the substance of any interview should include at least the following applicable items 

1 ) A brief descnption of the nature of any exhibit shown or any demonstration conducted 

2) an Identification of the claims discussed, 

3) an identification of the specific prior art discussed, 

fnli^lpw P""«Pa"P™P«»ed amendments of a substanUve nahire discussed, unless these are already described on the 

Interview Summary Form completed by the Examiner. 

5) a brief identification of the general thrust of the principal arguments presented to the examiner 

^V^T^^T "'arguments need not be lengthy or elaborate. A verbaUm or highly detailed descripton of the arguments is not 
IVZ^t ^a tdentificahon of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
""''ars^ood m the context of the application file. Of course, the applicant ma? desire to emphasize and fuly 
descnbe those arguments wrttich he or she feels were or might be persuasive to the examiner ) 

6) a general indication of any other pertinent matters discussed and 

^ mrexaminS" ^^""^ °' *® interview unless already described in the Interview Summary Form completed by 

accurate ^TvT™^ T^'*^^ '° "^r^"^ '^"^^^ applicant's record of the substance of an interview. If the record is not complete and 
accurate, ttie examiner will give the applicant an extendable one monUi time period to correct ttte record. 

Examiner to Check f r Accuracy 

statementSbSed'^ him^lTr"'?, m '^^^"^ "f '''^ ^"""^'"^^ ^'"'""^ ^and a letter setting forth the examiner's version of the 
statement ^buted to him or her. If the record is complete and accurate, the examiner should place the indication 'Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's inttials '""'caiion. interview Kecord OK" on the 
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Continuation Sheet (PTOSIS) Applicati nN . 09/299.068 



Continuation of Substance of Inteiview including description of the general nature of what was agreed to if an 
agreement was reached, or any other comments: 

In response to applicants' request for clarification of the issues involved in this application, a three-way interview 
between the above participants was conducted. Prior to the interview. Ms. Conforti had faxed a copy of a request for a 
CPA along with a preliminary amendment. It is the set of claims in this fax that was utilized for the discussion. 

During the interview, Ms. Conforti indicated that the prior art of record was non-analogous with respect to the claimed 
subject matter and, further, she also drew attention to the fact that a preliminary amendment had been filed with 
amendments to the specification and claims (where, e.g., claim 1 to an anti-wear compound was written in product-bv- 
process fonnat). f j 

For their part, the examiners observed that: 

(a) The intended use preamble as in "anti-wear compound is normally given little or no patentable weight unless such 
a preamble were factually shown to be a structural limitation as elucidated in MPEP 21 1 1 .02 

(b) A "second moiety" such as maleic anhydride (see, e.g., claims 4 and 10) was not chemically consistent with the 
descnption of the second moiety as recited in independent claim 1. Claim 1 requires the second moiety to be a 
conjugated diene with an carboxylic acid or anhydride functional group. Since maleic anhydride is not a conjugated 
diene, -C=C-C=C-, it cleariy fails to satisfy the requirement of claim 1 ; Applicant's indication that the subunit 0=C-C=C- 
c-O IS a conjugated diene is refuted as being inconsistent with standard chemical nomenclature. It is noted however 
that sorbic aad on page 7, line 22 of the specification would appear to be a proper second moiety 

(c) Should applicants maintain that maleic anhydride is a proper second moiety within the scope of their claims then 
attention is drawn to US pat no. 5,304,316 to Urushibata et al. (of record) which discloses both applicants' first and 
second moieties, viz., tnmethylolpropane oleate, which is an unsaturated synthetic dienophilic base oil, at col 5 line 33 
and maleic anhydride at col. 6, line 29. . • . 

(d) The use of "sorbitAI" in line 4 of claim 10 would appear to consitute new matter. Such a compound does not appear 
to be supported by the disclosure as originally filed. 

(e) Lastly, certain issues raised by Examiner Medley regarding proper dependence of some claims are presented for 
applicants convenience as an attachment to this Interview Summary. 

• '* f^^^I? that upon receipt of this Interview Summaiy, the applicants would file a second preliminary amendment 
in order to address the issues discussed above and place any other matters deemed relevant for materially advancinq 
prosecution in this case before the examiner. 

To facilitate transmission of infonmation. note that Examiner Medley's rightfax number is 703-872-9651 . 
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Application/Control Number: 09/299,068 Page ; 

Art Unit: 1714 

I. In claim 26, it is suggested that applicant should review to verify if claim 26 should be 
dependent on claim 25 to provide proper antecedent basis for the catalyst, and so that 
claims 25-27 will be consistent with claims 7-9, 17-19 and 33-35. 

II. It is also suggested that applicants should review claims 4, 14, 23 and 31 and 
any other dependent claims to verify that each componente is diene conjugated carbon- 
carbon double bond and a carboxylic acid or anhydride moiety. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret B. Medley whose telephone number is 703- 
308-2518. The examiner can normally be reached on Mon-Fri. 

The examiner fax number is 703-872- 9651 



December 1 1 , 2001 



